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DETAILED ACTION 



Introduction 

1. Applicants' amendments and remarks filed on 5/2/2006 have been entered. Claims 1, 6, 
13, 16, 23, 30 and 58 have been amended. Claims 5, 12, 14, 22, 29 and 31 are cancelled. Claims 
1,6-9, 11 and 13 are under active consideration. Claims 16-18, 23-26, 28, 30 and 58 are 
withdrawn. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Upon careful reconsideration, in view of Applicant's arguments such as . . Patent Office 
seemingly combined Kingston, Parker et al. and Laprade et al. into a new and distinct entity ..." 
(Remarks, page 13), Applicant appears to have been confused about the basis of rejections, 
despite the fact that the Office actions have all along clearly stated that Laprade teaches an 
improved release layer, and it is obvious Kingston teaches generally the same structural 
arrangement as the instant invention. In other words, it is obvious to modify Kingston's 
invention with Laprade's improved release layer. For the purpose for clarification, the Examiner 
has further elaborated the grounds of rejection in the present Office action. Applicant's 
arguments are moot. 

Rejections Based on Prior Art 

4. Claims 1, 6-9, 1 1 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicant's admitted prior art (Kingston (US 3616015), Parker et al. (US 4935300) and Laprade 
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et al. (US 6099944)) in view of McCurry et al. (US 6391415), and evidenced by Makar et al. (US 
5891520) and Downs et al. (US 5919834). 

In the Background of the Invention of the specification, Applicant has admitted that it is 
known that typically a heat-transfer label assembly has one or more heat-transfer labels printed 
on a removable carrier web (specification, page 1, third paragraph). Kingston teaches that a wax 
release layer can be affixed to the paper carrier web, and an ink design layer is printed on the 
wax release layer (specification, page 1, bottom paragraph). Parker teaches that the paper carrier 
web can be overcoated with a release layer of thermoplastic polyethylene to replace or obviate 
the need for a wax release layer (specification, page 3, top paragraph). Laprade teaches an 
improvement over Parker by adding a skim coat of carnauba wax overcoated onto the 
polyethylene release layer of the carrier web to improve the release of the transfer label 
(specification, page 4, top paragraph). 

Regarding the elements (a) and (b\ both Kingston and Laprade are related to bottle 
labeling (Fig. 3 and Fig. 2, respectively). Since Laprade anticipates the structure/composition of 
elements (a) and (b) of the release layer, it would have been obvious to one of ordinary skill in 
the art to modify Kingston's release layer with the Laprade's release layer, motivated by the 
desire to obtain an improved release property. As to the thickness of the wax skim coat, since 
the combined teachings teach generally the same release layer structure and composition as the 
instantly claimed release layer, a suitable thickness of the wax skim coat is considered to be an 
obvious optimization to one skilled in the art of heat transfer labels, because discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 
Regarding the element (c) . Kingston teaches that the ink design layer (label) is formed by 



Application/Control Number: 10/067,685 Page 4 

Art Unit: 1771 

conventional printing methods with conventional ink (col. 2, lines 59-64) for bottle labeling (Fig. 
3). The ink design layer is re-melted and transferred to the receiving surface by rolling pressure 
from a heated surface at a temperature between about 250 o -600° F., for example 350° F . The 
transfer can also be preheated if desired (col. 1, lines 65-70; col. 3, lines 35-40). About the 
binder resin composition of being a blend of copolyester and a vinyl chloride/vinyl acetate , since 
Kingston clearly suggests that any conventional ink with a proper re-melting temperature is 
suitable, i.e., the ink design layer is not limited to the use of any specific binder compositions, 
clearly Kingston's teaching encompass the instantly claimed binder materials, because both 
copolyester and vinyl chloride/vinyl acetate are known (conventional) binder resins for ink 
design layer, and the idea of combining them flows logically from their having been individually 
taught in the prior art. For example, as evidenced by Markar, copolyester (Vitel® 2700) is a 
known binder for an ink design layer (Example 1); as well as vinyl chloride/vinyl acetate, as 
evidenced by Downs, which discloses that vinyl chloride/vinyl acetate copolymer is a known 
suitable resin for heat transfer label (col. 5, line 9; col. 7, line 45). About the cross-linking agent , 
it is noted that McCurry's invention is also directed to a heat-transfer label for bottle labeling 
(Fig. 1). McCurry teaches that a heat- activated cross-linking agent may be added in one of the 
color coat (i.e., thermosetting ink design layer) to improve water soak resistance . Preferably, the 
heat-activated cross-linking agent is selected from the group consisting of urea and melamine 
formaldehyde , which has an activation temperature of greater than about 250°F. and preferably 
about 380°F (col. 3, lines 8-18; col. 8, lines 65-67). It would have been obvious to one of 
ordinary skill in the art to modify Kingston's ink design layer (color coat) with the crosslinking 
agent of McCurry, motivated by the desire to improve the water soak resistance of the bottle 
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label, and with a reasonable expectation of success at the time the invention was made. 
Moreover, the McCurry's use melamine-formaldehyde Cymel 385, which is inherently a 
partially methylated melamine-formaldehyde, as evidenced by the product document of Cytec 
Industries, Inc. About the use of a catalyst , Applicant is reminded that the statement "amine- 
blocked sulfonic acid is a conventional and well known catalyst for crosslinking (thermosetting) 
melamine formaldehyde in a controlled temperature range" has been taken as admitted prior art 
(see Office action mailed 1/27/2005, page 9). Moreover, the statement "including a suitable 
catalyst in the ink design layer to lower the activation temperature for crosslinking is either 
implicitly disclosed by Mccurry, or an obvious optimization to one of ordinary skill in the art of 
crosslinking, motivated by the desire to increase the production efficiency by shorten the 
processing time" has also been taken as admitted prior art (see Office action mailed 1/27/2005, 
page 5). Finally, since the combined teachings of prior art renders the general 
structure/composition obvious, and teach generally the same heat transfer label re-melting/cross- 
lining conditions, in the absence of unexpected results, a suitable composition ratios among the 
components, such as amount of each resins, pigments, cross-linking resins, etc., and other 
desirable end label physical properties, such as tensile properties and catalyzed cross-linking 
time, etc., are all considered to be obvious optimizations to one of ordinary skill in the art of ink 
design layer formulation, because discovering the optimum or workable ranges involves only 
routine skill in the art. It should be noted that, since the combined teachings of prior art render 
structure/composition of the heat-transfer label obvious, and cross-links at the same temperature 
range, and the method of use has not been shown on the record to produce a patentably distinct 
article, the temperature range for the method of use has not been given patentable weight. 
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Response to Arguments 
5. Applicant argues "... the references ... do not teach or suggest the general arrangement 
of layers in the claimed heat-transfer label, the claimed heat-transfer label CONSISTING of . . ." 
(Remarks, page 11, bottom paragraph). However, despite the transition term recites "consisting 
of, the combined teachings of prior art, i.e., Kingston modified by Laprade's improved release 
layer, do read on the general arrangement of the layers in the claimed heat-transfer label 
assembly, as set forth above. 

Applicant argues ". . . the Patent Office is in error in apparently assuming that one of 
ordinary skill in the art would have motivated to improve the water soak resistance of the other 
referenced labels . . . despite the differences in the base resins ..." (Remarks, page 14"). 
However, Kingston has suggested that any conventional resin with the proper re-melt 
temperature is suitable, and selecting suitable crosslinkable conventional resins to be cross- 
linked to provide water soak resistance to bottle labels have been taught by McCurry. The 
Examiner asserts that despite Applicant's argument to the contrary, their combination is obvious. 

Finally, Applicant argues "McCurry teaches ... the article being labeled is heated to 
between about 120° F and 220° F ... After label transfer, the temperature of the article is 
increased to about 380° F to activated the cross-linker. By contrast, the claimed heat-transfer 
label is applied to an article that has been pre-heated to a temperature of about 250° F-325° F ... 
Moreover, whereas McCurry teaches heating the label after transfer, the claimed heat-transfer 
label does not require any post-heating ..." (Remarks, page 15). However, when the prior art 
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teaches the same temperature ranges for transfer and cross-linking, it is not seen how the process 
steps of use would have effected the structure and/or the composition of the heat-transfer label. 



examiner should be directed to Victor S. Chang whose telephone number is 571-272-1474. The 
examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H. Morris can be reached on 571-272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



6. 



Any inquiry concerning this communication or earlier communications from the 
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